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Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 27 May 2005 . 
2a)Q This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) El Claim(s) 83-127 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E! Claim(s) 83-127 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E] The specification is objected to by the Examiner. 

10)E><] The drawing(s) filed on 27 May 2005 is/are: a)l3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )IE The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Oath/Declaration 
Claims 83-127 are rejected under 35 U.S.C. 251 as being based upon 
a defective reissue oath/ declaration. The reissue oath /declaration filed with 
this application is defective because it fails to contain a statement that all 
errors which are being corrected in the reissue application up to the time of 
filing of the oath /declaration arose without any deceptive intention on the part 
of the applicant. See 37 CFR 1.175 and MPEP § 1414. In paragraph 3 of the 
supplemental declaration Applicant has merely stated "I also declare that all 
errors being corrected in the reissue application, up to the date of this 
supplemental reissue declaration, arose without any deceptive intention on my 
part." Application only said "up to the date of this supplemental reissue 
declaration". It is unclear as to what this "date" is. Is it the date of filing the 
declaration or the date of signing the declaration. It is requested that Applicant 
submit another supplemental reissue declaration clearly specifying in the 
statement whether "the date" refers to either the "signing" or the "filing" of the 
declaration. See MPEP 1414 (III) for an example of the proper wording. 


New Matter 
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Claims 83-127 are rejected under 35 U.S.C. 251 as being based upon 
new matter added to the patent for which reissue is sought. The added 
material, which is not supported by the prior patent, is as follows: 

In applicant's amendments to the specification, the Examiner considers 
the following items as numbered by Applicant to be new matter. 

1. Item 2, "or the states of the routing squares". 

2. Items 8, 10, 11 "or the state of the associated routing square" and "or 
the state of the second /corresponding routing square" 

Applicant does not appear to have support for these new limitations. 

3. Item 9, "EXCLUSIVE NOR" 

The Examiner notes that the EXCLUSIVE NOR function is different than 
the INCLUSIVE OR function. 

4. Item 12, "As would be obvious to a person skilled in the art, there is 
almost unlimited number of ways to assign the generated color codes to playing 
positions. For example such assignment could be based on a fixed relationship 
between generated color codes and playing positions. It should also be noted 
that a solution to a game, where the objective of the game is to provide the 
same color or image at all playing positions, is independent of how color codes 
are assigned to playing positions." 

While the Applicant would consider the above statement obvious, he did 
mention it in the original specification and cannot now add the matter. 
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5. Item 14, "It should be noted that while the above description of the 
operation of the preferred embodiment employs bi-stable switches to control 
the routing squares, a routing square could be activated by a keypad switch, 
i.e. a momentary switch, to toggle it between its two states indicated in Figures 
2a & 2b. In such a case, the states of a routing square, rather than the states 
of the bi-stable switch, are used to provide the various functions described in 
the preferred embodiment. It should also be noted that the number of colors or 
images playable by a device is a design choice. The color codes in the 4x4 
embodiment could be assigned to any pre-defined number of visual indications, 
i.e. to any pre-defined images or colors, including the color reflected from the 
surface of a display when it is dark. For the 4x4 embodiment, a person with 
ordinary skills in the art could employ such assignment to operate the device 
with 2, 3, 4, or 5 colors or images. Similarly, for the 8x8 embodiment, the 
number of colors or images could be 2 to 9." 

While Applicant did state the use of a keypad switch in his originally filed 
claims, it was not mentioned in the specification. In Applicant's litigation over 
his patent, the court concluded that Applicant had only bi-stable switches and 
did not have a momentary switch. The Examiner agrees with the court and 
notes that a keypad switch does not have a specific definition and as explained 
throughout Applicant's specification the only type of switch that the keypad 
switch could be is a bi-stable switch. Therefore, the Examiner notes that since 
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Applicant never previously mentioned a momentary switch, he cannot now add 
this new matter into the specification. 

Applicant also has added information regarding the color codes of the 
device, which he states are a design choice. While this may. indeed be a design 
choice it is also new matter since Applicant did not have support for this 
matter in the originally filed specification. 

With respect to the claims, the Examiner notes that many of the 
limitations do not appear in the originally filed specification and are considered 
new matter. A list of some, but not all of the new matter limitations are: 

Claims 83, 100, 111, 126: a playfield (not reference in the specification to 
a specific item), indicators. 

Claims 86, 117: multi-colored light emitting diodes. 

Claims 87, 1 19: a Cathode Ray Tube (CRT) screen, a digital light 
processor (DLP) screen, a plasma screen. 

Claims 98, 107, 123: the first set of binary numbers is generated 
randomly. 

Claims 99, 108, 124: The first set of binary numbers is predefined, and 
is stored as program data in a data section of the control program. 

Claims 105, 111: a cursor control switch mechanism/ structure. 

Claim 109: an algorithm that employs the dynamic routes of the routing 
squares on the playfield. 

Claim 111: a touch screen. 
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None of these aforementioned claim limitations appear to be supported in 
the original patent. The Examiner asserts that besides these few mentioned 
claim limitations none of the other claim limitations have support in the 
original patent until the point at which Applicant will clearly illustrate the 
support (See response to Amendment below). 

The Examiner notes that Applicant is NOT allowed to look in hindsight to 
items that may have been around when Applicant's invention was made, and 
now attempt to claim them when Applicant clearly had not thought of these 
items when writing his original claims and specification. While Applicant is 
entitled to broaden his original patent claims in a reissue application, 
Applicant is only allowed to broaden the claims with respect to the subject 
matter disclosed by the original patent. 

Response to Amendment 

It has been noted that Applicant has amended the specification and the 

claims in the amendment dated May 27, 2005; however, the amendment while 

entered did not comply with 37 CFR 1.173(c) which states: 

Status of claims and support for claim changes. Whenever there is an 
amendment to the claims pursuant to paragraph (bj of this section, there must 
also be supplied, on pages separate from the pages containing the changes, the 
status (i.e., pending or canceled), as of the date of the amendment, of all patent 
claims and of all added claims, and an explanation of the support in the 
disclosure of the patent for the changes made to the claims. 


Application/ Control Number: 08/962,971 Page 7 

Art Unit: 3713 

In Applicant's remarks he attempts to explain the support for the amendments 
to the specification and the drawings; however, with respect to the claims 
Applicant merely states, "the new claims are amply supported in the 
specification" and "the applicant incorporates herein by reference paragraphs 1 
through 63 of the declaration". The Examiner further notes that paragraphs 1- 
63 of the declaration sometimes recite support in the original patent for the 
claim amendments but mainly make general statements such as "As indicated 
in the specification and drawings..." or "are fully supported in the specification, 
drawings, original claims, and by the understanding of a person of ordinary 
skill in the art". It is required, in order for Applicant to comply with 37 CFR 
1.173(c), that Applicant submit a table clearly illustrating the exact column 
and line numbers and/ or figure and reference number for each limitation in 
newly added claims 83-127. For example, the Examiner requires a table 
similar to the following: 


Claim 83: 


Limitation 

Specification Support 

An electronic game 
device comprising: a 
housing, 

Figure 3, item 12; col. 3 
line 46 

a playfield that includes 
a plurality of playing 
positions, wherein each 
playing position includes 
an indicator that 
provides a plurality of 
visual indications, 

Col. ????, line ????? Fig. 
???, item ???? 
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A keypad switch to 

Original claim 1 1 

activate the playing 


position... 



Applicant is required to provide support for every single item in all of the claims 
and may break up the claim as he sees fit as long as he lists support for each 
item. For example, in claim 87, the Examiner needs to see separate support in 
the specification for an LCD screen, a CRT screen, a DLP screen and a plasma 
screen. Here is another example of what is required. 


Claim 87: 


Limitation 

Specification Support 



Wherein the indicator is 
provided by at least one 
of a LCD screen 

Col. ????, line ??? Fig. 
???, item ???? 

A CRT screen 

Col. ????, line ????? Fig. 
???, item ???? 

A DLP screen 

Col. ????, line ??? Fig. 
???, item ???? 

A plasma screen 

Col. ????, line ??? Fig. 
???, item ???? 


Therefore, in response to this office action, Applicant is required to create a 
table. for claims 83-127 as now written or newly amended by applicant. The 
Examiner believes that by completing the requirements to 37 CFR 1.173(c) 
Applicant will see that he does not have support for many of the limitations 
which as the Examiner stated above constitutes new matter. Furthermore, a 
table should clarify what is and is not new matter. 
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Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must 
show every feature of the invention specified in the claims. Therefore, the 
newly added claim features must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not 
be labeled as "amended." If a drawing figure is to be canceled, the appropriate 
figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the 
brief description of the several views of the drawings for consistency. Additional 
replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1. 121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will 
not be held in abeyance. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

Claims 83-127 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the originally patented 
claims, does not reasonably provide enablement for new claims 83-127. 

The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. For example, the new claims add 
much new terminology to the patent that is not supported in the original 
specification such as playfield, indicator, diodes, DLP screen, plasma screen, 
cursor control, etc. One of ordinary skill in the art at the time the invention 
was made would not be able to make or use the invention as claimed since it is 
not exactly clear how the new claim language corresponds to the originally filed 
specification. For example, it would take one undue experimentation to 
determine how to implement a cursor control aspect of the game as is now 
being claimed. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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Claims 83-127 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

Regarding claims 90, 92, 100, 102, 103, 106, 109 and 110 the word 
"means" is an attempt to use a "means" clause to recite a claim element as a 
means for performing a specified function. However, since no function is 
specified by the word(s) preceding "means," it is impossible to determine the 
equivalents of the element, as required by 35 U.S.C. 1 12, sixth paragraph. See 
Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). It is noted that Applicant uses 
the phrase "means to ..." in an attempt to invoke the means plus function 
language of 1 12, sixth paragraph. In order for applicant to properly use means 
plus function language, the claims need to recite "means for..." not "means 
to..." 

Claim(s) 97 and 106 are narrative in form and replete with indefinite and 
functional or operational language. The structure, which goes to make up the 
device, must be clearly and positively specified. The structure must be 
organized and correlated in such a manner as to present a complete operative 
device. The claim(s) must be in one sentence form only. Note the format of 
the claims in the patent(s) cited. 

Claims 83, 91 recite the limitation "the processor". There is insufficient 
antecedent basis for this limitation in the claims. The previous recitation was 
to a "microprocessor" not just a processor. 
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Claims 83, 100, 111, 126, 127 recite "...when the objective of the game is 
met". What is the objective of the game? The claims do not state what the 
objective is, so it is unclear how one can determine when the objective is met? 
Therefore the claims are indefinite. 

Claim 93 recites the limitation "the control program". There is 
insufficient antecedent basis for this limitation in the claim. Independent 
claim 83 on which claim 93 depends just states "a control logic* not " a control 
program". 

Claim 96 recites the limitation "the segment of control logic". There is 
insufficient antecedent basis for this limitation in the claim. There is no 
previous recitation of "a segment" just "control logic". Furthermore, the 
limitation "the activated keypad switch" is recited. There is no antecedent 
basis for "the activated". When and how was the switch activated? The claim 
does not say. 

Claim 114 recites the limitation "the program segment". There is 
insufficient antecedent basis for this limitation in the claim. There is no 
previous recitation of "a segment" just "a program". 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 83-85, 88, 90, 91, 93, 95, 96, 98-104, 107-110 and 126-127 
are rejected under 35 U.S.C. 102(b) as being anticipated by Parker 
Brother's "Merlin". Merlin is an electronic gaming device comprising a 
housing. It has a playfield that includes a plurality of playing positions, 
wherein each playing position includes an indicator that provides a plurality of 
visual indications. Keypad switches, i.e. buttons are used to activate the 
playing position. It is inherent to the gaming device that a microprocessor 
controls the operation of the device. Control logic is executed on the processor 
that assigns a first set of binary numbers to playing positions on the playfield; 
routes binary numbers respective to an activated playing position to each 
other; generates a second set of binary numbers from the first set of binary 
numbers using a Boolean function and assigns the second set of binary 
numbers to indicators on the playfield to provide visual indications and 
determines when the objective of the game is met (See Merlin, Magic Square) 
[claims 83, 100, 101, 103, 104, 111, 112, 126, 127], For example, when the 
lights are off, the square has the binary number 0 associated with it, when a 
player depresses a button, the light will turn on and have the binary number 1 
associated with it. Also when the player presses the button, other binary 
numbers are generated for the other indicators. For example, when a player 
presses one indicator, other indicators will turn off, therefore they have been 
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routed a binary number, i.e. 0. The keypad switch and indicator at each 
playing position are provided by an illuminated keypad switch (See Merlin) 
[claim 84]. The keypad switch is illuminated using light emitting means (See 
Merlin) [claims 85, 115]. The plurality of visual indications includes at least 
one illuminated color and a color reflected from the surface of the indicator 
when the keypad switch is dark (See Merlin) [claims 88, 1 16]. The gaming 
device has means for generating visual and audible effects during game play, 
and at the conclusion of a game (See Merlin) [claim 90]. It is inherent in the 
gaming device that it includes a segment of control logic executed on the 
processor that provides a plurality of games by varying the assignment of the 
first set of binary numbers to playing positions (See Merlin) [claims 91, 102, 
1 13]. For example, different magic square games are generated based on the 
game program. A plurality of games are stored in a data section of the control 
program wherein each game is defined by a different assignment of predefined 
binary numbers to playing positions (See Merlin) [claim 93]. The shape of the 
housing is in the form of a three-dimensional configuration and the plurality of 
playing positions are mapped on the surface of the three-dimensional 
configuration (See Merlin) [claims 95, 125]. The segment of control logic that 
routes binary numbers to each other includes an algorithm that routes binary 
numbers assigned to the playing positions at the top, bottom, left and right of 
the activated keypad switch, to each other (See Merlin) [claim 96], For 
example, when a player presses one switch, on, other switches around that 
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switch go off. The first set of binary numbers is generated randomly or may be 
predefined and stored as program data in a data section of the control program 
(See Merlin) [claims 98, 99, 107, 108, 123, 124]. The means to assign the 
second set of binary numbers to indicators includes an algorithm that employs 
the dynamic routes of the routing squares on the playfield (See Merlin) [claim 
109]. The means to assign the second set of binary numbers to indicators is 
based on a fixed assignment, wherein the elements of the second set of binary 
numbers as assigned to the same indicators during game play (See Merlin) 
[claims 110, 1 14]. It is furthermore inherent in the game of Merlin that it 
contains a computer program embedded on a computer readable media. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

9 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 87, 89, 105, 111-116, 119, 121-125 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Parker Brother's "Merlin". 

Merlin discloses all of the limitations mentioned above. Merlin further 
discloses that the plurality of visual indications include a plurality of images, 
and a visual indication resulting from the absence of an image at a playing 
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position (See Merlin) [claims 89, 121, 122]. Merlin lacks in specifically 
disclosing a liquid crystal display, a cathode ray tube, a digital light processor 
screen, touch screen and a plasma screen. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to use any type 
of display mechanism. At the time the invention was made, it would have been 
an obvious matter of design choice to a person of ordinary skill in the art to use 
any of the aforementioned displays or a cursor control switch mechanism 
because Applicant has not disclosed that the particular displays or input 
devices, are used for a particular purpose, provide an advantage, or solve a 
stated problem. One of ordinary skill in the art, furthermore, would have 
expected Merlin to perform equally well with any of the displays and buttons 
because they all perform the same function of displaying the game and 
inputting information. Therefore, it would have been prima facie obvious to 
modify Merlin to obtain the invention as specified in the claims because such a 
modification would have been considered a mere design consideration which 
fails to patentably distinguish over the prior art of Merlin [claims 87, 105, 111, 
119]. 

Claims 86, 117, 118 and 120 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Parker Brother's "Merlin" in view of Sinclair, U.S. 
Patent No. 4,513,973. "Merlin lacks in disclosing that the light emitting 
means are multi-colored light emitting diodes. Sinclair teaches of an electronic 
game in which light emitting means are provided using multi-colored light 
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emitting diodes (See Sinclair col. 3 lines 48-51; col. 4 lines 55-65) [claims 86, 
1 17, 118, 120]. It would have been obvious to use multi-colored light emitting 
diodes in Merlin game so as to provide different challenges with different colors 
and to be aesthetically appealing. - 

Claims 92, 94 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Parker Brother's "Merlin" in view of Skowronski et al., 
U.S. Patent No. 4,809,979. "Merlin" lacks in disclosing varying the difficulty 
level of play. Skowronski teaches of an electronic puzzle device where means 
are provided to vary the difficulty level of play in a plurality of games (See 
Skowronski et al., abstract) [claims 92, 94], It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to vary the 
difficulty level in the game of Merlin so that players are challenged during game 
play. Players can get board very quickly with games when they are not 
challenged so it is obvious to have different game levels so that players can play 
the game longer since it will take them longer to master the game. 

Claim Objections 

Claim 87 is objected to because of the following informalities: There is a 
typographical error. The word "lease" should be "least". 
Appropriate correction is required. 


Conclusion 
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Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Julie K. Brocketti whose telephone 
number is 571-272-4432. The examiner can normally be reached on M-Th 
8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Xuan Thai can be reached on 571-272-7147. The fax 
phone number for the organization where this application or proceeding is 
assigned is 57 1-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 


9197 (toll-free). 



Julie K Brocketti 
Primary Examiner 
Art Unit 3713 


